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Art Unit: 1793 

1 . Claims 1-4 are rejected under 35 U.S.C. 112, second paragrapli, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a) Independent claim 1 states that the inventive material is one "not containing Ni and 
Mo". Page 5 of the specification indicates an upper limit of 2.0% Mo and 3.0% Ni in the 
inventive material. As such, it is unclear what impurity level(s) of these elements can be 
tolerated yet remain within the scope of the instant claims. 

b) Claim 2 is directed to a method, but does not recite any steps to be performed. Thus, 
the claim is indefinite. 

c) In claims 3 and 4, the meaning of "or" in line 2 of these claims is unclear. Does the 
inventive method require only one of quenching or normalizing? If it requires quenching, then is 
the temperature of "lOOO.deg.C or more" the starting temperature (at the beginning of the 
quenching) or Is this the final temperature (at completion of quenching)? For purposes of 
examination, the examiner will give these claims their broadest reasonable interpretation, and 
hold that they require only one of quenching or normalizing. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in tliis or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Igarashi et al. (U.S. Patent 6,299,704). 
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Igarashi Table 1 discloses compositions containing 8% or more Cr, and not containing Ni 
and Mo. These compositions have a tempered martensite structure, and are excellent in creep 
strength at over 650.deg.C and thus are held to meet the final clause of instant claim 1. 
Igarashi column 11, lines 35-40 indicates that the compositions are manufactured by a method 
in accord with instant claim 3. Thus, all aspects of the claimed invention are held to be fully 
disclosed by Igarashi et al. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Igarashi et al. 

Igarashi, discussed supra, does not disclose any specific example of a composition 
composed of the elements defined in claim 2. However, Table 1 of Igarashi discloses materials 
that lack molybdenum, platinum, and palladium, and that contain no more than residual 
amounts of additional elements such as P and S. The examiner's position is that it would have 
been obvious for one of skill in the art to vary the precise composition of the alloys disclosed by 
Igarashi to obtain a material in accord with instant claim 2. Further, with respect to claim 4, 
Igarashi column 11, lines 35-40 discloses a process in accord with the instant claim. Thus, a 
prima facie case of obviousness is established between the disclosure of Igarashi et al. and the 
presently claimed invention. 
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6. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
1275744 (Reference AN on the attached PTO-1449 form). 

Table 1 of EP '744 discloses compositions in accord with instant claims 1 and 2, with the 
exception that the prior art compositions contain residual amounts of IVIo, P, and S. According 
to paragraphs [0045-0046] of EP '744, the prior art materials are normalized at 1050- 
1 lOO.deg.C and tempered at 750-800. deg.C, and are thus manufactured in accord with the 
process of instant claims 3 and 4. 

As stated above, the specific compositions of the prior art contain a small amount of Mo 
and thus do not precisely meet the limitations of the instant claims. However, EP '744 sets no 
precise lower limit on the amount of Mo in the prior art compositions, but repeatedly states only 
an amount of "no more than 2.0%" Mo; see paragraphs [0009], [0010], and [0016] of EP '744. 
This both includes an amount within the limits of the composition as claimed, and is consistent 
with the present Applicant's characterization of the amount of Mo in the inventive compositions 
as disclosed on page 5 of the present specification. 

Therefore, no specific or patentable distinction is seen between the materials/methods 
as defined in the present claims and those of the prior art, and a prima facie case of 
obviousness is established between the disclosure of EP 1275744 and the presently claimed 
invention. 

7. The remainder of the art cited on the attached PTO-892 and 1449 forms is of 

interest. This art is held to be no more relevant to the claimed invention than the art as 
applied in the rejections, supra. 
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8. Any inquiry concerning this communication or earlier communications from tlie 
examiner sliouici be directed to George Wyszomierski whose telephone number is (571) 
272-1252. The examiner can normally be reached on Monday thru Friday from 8:00 
a.m. to 4:30 p.m. Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Roy 
King, can be reached on (571) 272-1244. All patent application related correspondence transmitted by 
facsimile must be directed to the central facsimile number . (571)-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 



GPW 

July 28, 2008 



